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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3, 6, 10, 12, 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hobson et al (U.S. Pat. 6,199,979). 
Hobson et al discloses: 

regarding claim 1, method for filling an ink into an ink cartridge 
comprising: treating a filter with a surfactant to increase the hydrophilicity of the filter, 
wherein the filter has pores (Column 8, Lines 1-10) 

installing the treated filter in an ink cartridge (Column 3, Lines 13-15; 
Column 3, Lines 30-31); filling an ink into the ink cartridge to pass through the treated 
filter (Column 3, Lines 13-35; Column 5, Lines 13-16) 

regarding claim 3 and claim 12, wherein the filter is a fiber filter, nylon 
filter, foamed filter or metal filter (Column 9, Lines 1-15) 

regarding claim 6 and claim 15, wherein the surfactant is used singly 
(Column 8, Lines 1-10) 

regarding claim 10, method for filling an ink into an ink cartridge 
comprising: installing a filter in an ink cartridge, wherein the filter has pores (Column 3, 
Lines 13 - 35; Column 5, Lines 13-16) 
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treating the filter with a surfactant to increase the hydrophilicity of the filter 
(Column 8. Lines 1-10) 

filling an ink into the ink cartridge to pass through the treated filter (Column 
3, Lines 13-24; Column 5, Lines 13-16) 

Claim 19 is rejected under 35 U.S.C. 102(b) as being anticipated by Hirosawa et 
al (U.S. Pat. 6,120,140). 

Hirosawa et al discloses: 

regarding claim 19, method for filling an ink into an ink cartridge 
comprising: providing an ink cartridge having an ink passage, wherein the ink passage 
has a wall (Column 1 1 , Lines 28 - 45) 

treating the wall of the ink passage with a surfactant to increase the 
hydrophilicity of the wall of the ink passage (Column 1 1 , Lines 28 - 45) 

filling an ink into the ink cartridge to pass through the treated ink passage 
(Figure 1 1; Abstract; Column 8, Lines 2-4) 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2, 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 



Hobson et al (U.S. Pat. 6.199,979) in view of Kitahara (U.S. Pat. 6.190,009). 
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Hobson et al discloses all of the claimed limitations except for the 
following: 

regarding claim 2 and claim 11, wherein when the ink is filled into the ink 
cartridge, the pore of the filter and the ink surface are at an angle less than 90 degrees 

Kitahara discloses: 

regarding claim 2 and claim 11, wherein when the ink is filled into the ink 
cartridge, the pore of the filter and the ink surface are at an angle less than 90 degrees 
(Column 2, Lines 66 - 67; Column 3, Lines 1-10) 

At the time the invention was made it, would have been obvious to a person of 
ordinary skill in the art to incorporate the teaching of ink is filled into the ink cartridge, 
the pore of the filter and the ink surface are at an angle less than 90 degrees as taught 
by Kitahara into the device of Hobson et al, for the purpose of supplying an adequate 
volume of ink to a recording head for printing. 

Claims 4, 5, 13, 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hobson et al (U.S. Pat 6,199,979) in view of Engel et al (U.S. Pat. 6,926,957). 

Hobson et al discloses all of the claimed limitations except for the 
following: 

regarding claims 4, 13, wherein the surfactant has an HLB value of 3 to 18 
regarding claims 5, 14, wherein the surfactant has an HLB value of 6 to 15 
Engel et al discloses the following: 

regarding claims 4, 13, wherein the surfactant has an HLB value of 3 to 18 
(Column 7, Lines 19-23) 
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regarding claims 5, 14, wherein the surfactant has an HLB value of 6 to 15 

(Column 7, Lines 19-23) 
At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to incorporate the teaching of surfactant has an HLB value of 3 to 
18 ; surfactant has an HLB value of 6 to 15 as taught by Engel et a! into the device of 
Hobson et al. The motivation for doing so would have been to improve the coatability of 
the film. 

Claims 7, 8, 16, 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hobson et al (U.S. Pat. 6,199,979) in view of Hayashi et al (U.S. Pub 
2001/0035897). 

Hobson et al discloses all of the claimed limitations except for the 
following: 

regarding claim 7 and claim 16, wherein the surfactant is dissolved in a 
solvent when used 

regarding claim 8 and claim 17, wherein the solvent is water or a 
hydrophilic solvent 
Hayashi et al discloses the following: 

regarding claim 7 and claim 16, wherein the surfactant is dissolved in a 
solvent when used (Paragraph 0290) 

regarding claim 8 and claim 17, wherein the solvent is water or a 
hydrophilic solvent (Paragraph 0290) 
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At the time tlie invention was made, it would liave been obvious to a person of 
ordinary skill in the art to incorporate the teaching of surfactant is dissolved in a solvent 
when used; the solvent is water or a hydrophilic solvent as taught by Hayashi et al into 
the device of Hobson et al. The motivation for doing so would have been to effect the 
movement of ink smoothly within a liquid flow path. 

Claims 9 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hobson et al (U.S. Pat, 6,199,979) as modified by Hayashi et al (U.S. Pub 
2001/0035897) as applied to claim 1 above, and further in view of Reem et al (U.S. Pub. 
2004/0094065) 

Hobson et al as modified by Hayashi et al discloses all of the claimed 
limitations except for the following: 

regarding claim 9 and claim 18, wherein the surfactant is present in an 
amount of 0.0001 to 10 weight % 
Reem et al discloses the following: 

regarding claim 9 and claim 18, wherein the surfactant is present in an 
amount of 0.0001 to 10 weight % (Paragraph 0053) 
At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to incorporate the teaching of the surfactant is present in an 
amount of 0.0001 to 10 weight % as taught by Reem et al into the device of Hobson et 
al as modified by Hayashi et al. The motivation for doing so would have been to reduce 
the gloss value of the printed image. 
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Claims 20, 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hirosawa et al (U.S. Pat. 6,120.140) in view of Engel et a! (U.S. Pat. 6,926,957). 

Hirosawa et al discloses all of the claimed limitations except for the 
following: 

regarding claims 20, wherein the surfactant has an HLB value of 3 to 1 8 
regarding claims 21, wherein the surfactant has an HLB value of 6 to 1 5 
Engel etal discloses the following: 

regarding claims 20, wherein the surfactant has an HLB value of 3 to 18 
(Column 7, Lines 19-23) 

regarding claims 21, wherein the surfactant has an HLB value of 6 to 15 

(Column 7, Lines 19-23) 
At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to incorporate the teaching of surfactant has an HLB value of 3 to 
18 ; surfactant has an HLB value of 6 to 15 as taught by Engel et al into the device of 
Hirosawa et al. The-motivation for doing so would have been to improve the coatability 
of the film. 

Claims 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hobson et al (U.S. Pat. 6,199,979) in view of Askren et al (U.S. Pat. 6,481 ,837) 
Hobson et al discloses all the claimed limitations except for the following: 
- regarding claims 22, 23, step of filling ink into the ink cartridge includes passing 
ink through the treated filter as the ink cartridge fills with Ink 
Askren et al discloses: 
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- regarding claims 22, 23, step of filling ink into the ink cartridge (12) includes 
passing ink through the treated filter (52) as the ink cartridge (12) fills with ink (Figures 
1-4; Column 4, Lines 43-49), for the purpose of removing air from an ink delivery system 
in an ink jet printer 

At the time the invention was made it would have been obvious to a person of 
ordinary skill in the art to incorporate the teaching of Askren into the device of Hobson 
et al, for the purpose of removing air from an ink delivery system in an ink jet printer 

Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hirosawa et al (U.S. Pat. 6,120.140).in view of Askren etal (U.S. Pat. 6,481.837) 
Hirosawa et al discloses all the claimed limitations except for the following: 

- regarding claim 24, step of filling ink into the ink cartridge includes passing ink 
through the treated filter as the ink cartridge fills with ink 

Askren etal discloses: 

- regarding claim 24, step of filling ink into the ink cartridge (12) includes passing 
ink through the treated filter (52) as the ink cartridge (12) fills with ink (Figures 1-4; 
Column 4, Lines 43-49), for the purpose of removing air from an Ink delivery system in 
an ink jet printer 

At the time the invention was made it would have been obvious to a person of 
ordinary skill in the art to incorporate the teaching of Askren into the device of Hirosawa 
et al, for the purpose of removing air from an ink delivery system in an ink jet printer 
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Response to Arguments 

Applicant's arguments filed 7/18/2006 have been fully considered but they are 
not persuasive. 

Applicant argues that Hobson does not disclose "installing the treated filter in an 
ink cartridge" and "filling an ink into the ink cartridge to pass through the treated filter. 
However, Hobson clearly discloses a filter (8) that can be adhered or attached to an ink 
printer cartridge (Column 3, Lines 13-15; Column 3, Lines 30-31). Hobson also 
discloses an ink printer cartridge containing ink (cartridge filled with ink) comprising an 
ink filter for removing contaminants and/or agglomerates from ink within the ink printer 
cartridge (Ink passing through the treated filter) (Figure 1; Column 3, Lines 13-24; 
Column 5, Lines 13-16) 

Applicant argues that Hirosawa does not disclose "providing an ink cartridge 
having an ink passage, wherein the ink passage has a wall"; "treating the wall of the ink 
passage with a surfactant to increase the hydrophilicity of the wall of the ink passage"; 
and "filling an ink into the ink cartridge to pass through the treated the ink passage". 
However, Hirosawa discloses an ink flow passage (44, 47b of Figure 1 1) (a passage 
must have walls) and surfactant that is mixed into the ink. The ink cartridge (41) is 
designated as the ink-storing portion, for the ink cartridge to store ink it must be filled 
with ink first. The cartridge (41) is filled with ink and then the ink can pass through the 
ink passage, the flowing ink will treat the walls with the surfactant that is mixed into the 
ink. The claim only states that the wall are treated with a surfactant and does not state 
the degree of treatment the walls receive (surfactant mixed with ink), and nothing says 
that the walls are treated with surfactant before initial use of the ink flow passage. Also 
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claim 19 states, "wherein the ink passage has a wall treating the wall of the ink 
passage" , it is not clear to the examiner what is meant by "a wall treating the wall". 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Uhlenhake whose telephone number is (571) 
272-5916. The examiner can normally be reached on Monday - Friday 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Meier can be reached on (571) 272-2149. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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